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DETAILED ACTION 

In response to Amendment filed August 1 7, 2005 
Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1 - 3 and 1 1 are rejected under 35 U.S.C. 102 ( b ) as being anticipated by 
Michelson(US 4,985,019). 

With respect to claim 1, Michelson discloses a marker comprising a substrate ( 10 ) 
having at least one portion with an adhesive backing ( 30 ) and further having at least one portion 
having indicia ( See Figure 2 ) for identifying or measuring details of an area on which the 
marker is to be overlayed. 
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In regards to claim 2, Michelson teaches a marker wherein the substrate comprises a first 
portion and a second portion, the first portion having a surface with an adhesive backing ( 30 ), 
the second portion ( 14 ) having the indicia for identifying or measuring details of a surface. 

Regarding to claim 3, Michelson further shows a marker wherein the indicia comprises a 
target sight ( See Figure 2 ). 

In regards to claim 1 1 , Michelson further teaches a marker wherein the target sight 
comprises at least two orthogonal line segments ( See Figure 2 ). 

3. Claims 29 and 32 - 33 are rejected under 35 U.S.C. 102 ( b ) as being anticipated by 
Smolen (US 4,015,034 ). 

In regards to claim 29, Smolen discloses an apparatus comprising a light transmitting 
substrate for providing an image, i.e., register sheets; a removable marker ( 10 ) having a first 
portion with adhesive backing ( 12 ) for attachment to the light transmitting substrate and further 
having a second portion ( S, S 5 ) that is substantially transparent and without adhesive backing 
thereby allowing the second portion to be lifted from the light transmitting substrate, without the 
need to lift the adhesive backed portion. Furthermore, it has been held that a recitation with 
respect to the manner in which a claimed apparatus isantended to be employed does not 
differentiate the claimed apparatus from a prior art apparatus satisfying the claimed structural 
limitations. In re Schreiber . 44 USPQ2d 1429 ( Fed. Cir. 1997 ). 
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With respect to claim 32, Smolen teaches an apparatus comprising a light transmitting 
substrate, i.e., register sheets; and a removable marker ( 10 ) having a first portion with adhesive 
backing ( 12 ) for attachment to the light transmitting substrate and further having a second 
portion ( S, S' ) that is substantially transparent and has a target sight ( 15 ) inscribed thereon 
(See Figure 4 ). 

Regarding claim 33, Smolen discloses an apparatus comprising a light transmitting 
substrate, i.e., register sheet; and a removable marker ( 10 ) having a first portion with adhesive 
backing ( 12 ) for attachment to the light transmitting substrate and further having a second 
portion ( S, S' ) that is substantially transparent, wherein at least one of the first portion and the 
second portion includes a gauge portion defined by a target area ( 15 ). 

4. Claim 34 and 41 - 42 are rejected under 35 U.S.C. 102 ( b ) as being anticipated by 
Bedford Jr. (US 4,951,595 ). 

With respect to claim 34, Bedford Jr. discloses an apparatus comprising a light 
transmitting substrate, i.e., X-ray, for providing an image; and a removable marker ( 10 ) having 
a first portion with adhesive backing ( 1 1 ) for attachment to the light transmitting substrate and 
further having a second portion ( 13 ) that is substantially transparent and includes a surface (13) 
that could receive writing, if so desired by the user. 
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Regarding claim 41, Bedford Jr. teaches a method for marking an area of interest on a 
diagnostic image comprising the steps of providing a diagnostic image, i.e., X-ray, and marking 
an area of interest on the diagnostic image using a marker ( See Column 2, lines 44 - 45 ) 
comprising a substrate ( 10 ) having a first portion and a second portion, wherein the first portion 
has a surface (11) with an adhesive backing ( 14 ) and the second portion is substantially 
transparent and has indicia ( arrow 13, or hand writing if desired by the user ) for identifying the 
area of interest on the diagnostic image. 

In regards to claim 42, Bedford Jr. further discloses a marker comprising a substrate 
having a first portion and a second portion, wherein the first portion has means ( 1 1 ) for 
releasably adhering the substrate to a diagnostic image, i.e., X-ray, and the second portion has 
means ( indicia ) for identifying an area of interest on the diagnostic image. 

5. Claims 1 and 40 are finally rejected under 35 U.S.C. 102 ( b ) as being anticipated by 
Riordan (US 6,063,225 ). 

With respect to claim 1, Riordan discloses a marker comprising a substrate ( 41 ) having 
at least one portion with an adhesive backing ( 40a ) and further having at least one portion ( 34 ) 
that is substantially transparent and has indicia ( See Figure 5 ) for identifying or measuring 
details of an image on which the marker is to be overlayed. 
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In regards to claim 40, Riordan also discloses an apparatus comprising a holder ( 50 ); 
and a plurality of markers releasably mounted in the holder ( See Column 4, lines 21 - 34 ). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 29-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over Riordan 
(US 6,063,225 ) in view of Bedford Jr. ( US 4,951,595 ). 

In regards to claim 29, Riordan discloses an apparatus comprising a substrate for 
providing an image ( 42 ); a removable marker ( 40 ) having a first portion with adhesive backing 
( 40a ) for attachment to the substrate and further having a second portion ( 41 , 34 ) that is 
substantially transparent and without adhesive backing thereby allowing the second portion to be 
lifted from the substrate, without the need to lift the adhesive backed portion. Furthermore, it has 
been held that a recitation with respect to the manner in which a claimed apparatus is intended to 
be employed does not differentiate the claimed apparatus from a prior art apparatus satisfying the 
claimed structural limitations. In re Schreiber* 44 USPQ2d 1429 ( Fed. Cir. 1997 ). 
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Riordan does not discloses the light transmitting substrate as stated in claim 29. 

In regards to claim 29 : Bedford Jr. discloses a marker ( 10 ) for use in light transmitting 
substrates such as x-rays, so that the marker is temporarily secured on said light transmitting 
substrate to mark a point of interest. Therefore, it would have been obvious to a person having 
ordinary skill in the art at the time the invention was made to combine the teachings of Bedford 
et al. and Riordan in order to provide a reusable marker that temporarily secures on said light 
transmitting substrate to mark a point of interest as suggested by Bedford Jr. 

Regarding claims 30 and 31, Riordan and Bedford Jr. teach the image being a diagnostic 
image and wherein the light transmitting substrate is an x-ray film. 

8. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Michelson ( US 
4,985,019). 

Michelson discloses a marker as stated in paragraph 2 above. 

Michelson does not discloses the squares having a dimension of 1 cm as stated in claim 

13. 
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With respect to claim 1 3 : Michelson discloses a marker wherein the target sight 
comprises a grid pattern having a plurality of squares having side dimensions of about 2-3 mm 
( See Column 1, line 68 ). To make a square having a diameter of 1 cm, is only considered to be 
the " optimum " value of the diameter for the square, as stated above, that a person having 
ordinary skill in the art at the time the invention was made would have been able to determine 
using routine experimentation based, among other things, on the desired accuracy and since it 
has been held that discovering an optimum value of a result effective variable involves only 
routine skill in the art. See InreBoesch , 205 USPQ 215 (CCPA 1980). Therefore, it would have 
been obvious to a person having ordinary skill in the art at the time the invention was made to 
provide a square having a diameter of 1 cm in order to provide enhance the visibility of the target 
different color surfaces or different light intensity. 



9. Claims 1 - 7, 1 1 - 12 and 14 - 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Carlson II ( US Pub. No. 2003/0182815 ) [Hereinafter Carlson]. 

With respect to claim 1, Carlson discloses a marker comprising a substrate ( 10 ) having 
at least one portion with an adhesive backing ( 16 ) and further having at least one portion that 
has indicia ( See Figure 2 ) for identifying or measuring details of an area on which the marker is 
to be overlayed. 
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In regards to claim 2, Carlson teaches a marker wherein the substrate comprises a first 
portion and a second portion, the first portion having a surface with an adhesive backing ( 16 ), 
the second portion ( 14 ) having the indicia for identifying or measuring details of a surface. 

Regarding to claim 3, Carlson further shows a marker wherein the indicia comprises a 
target sight ( See Figure 2 ). 

With regards to claim 4, Carlson discloses a marker wherein the target sight substantially 
defines a perimeter around a region of the second portion. 

In regards to claim 5, Carlson also teaches a marker wherein the target sight focuses a 
reader's attention on a region of the image. However, the claimed limitation of claim 5, fails to 
further limit the subject matter, since it merely recites a functional statement and does not defines 
a particular feature or structure. 

Regarding claim 6, Carlson shows a marker wherein the target sight substantially 
surrounds a region of the second portion. 

With respect to claim 7, Carlson teaches a marker wherein the target sight comprises at 
least one circle. 
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In regards to claim 1 1, Carlson further teaches a marker wherein the target sight 
comprises at least two orthogonal line segments ( See Figure 2 ). 

Regarding claim 15, Carlson also shows a marker wherein the second portion has a 
substantially adhesive free backing ( free of any adhesive ). 

Regarding claims 16-21 and 27, Carlson also shows a marker comprising a note portion 
( 26 ) that is not transparent; wherein the note portion comprises a surface adapted to receive ink 
writing; wherein the note portion also includes a plurality of substantially parallel lines ( See 
Figure 2 ); said note portion overlays the first portion and the note portion comprises a paper 
surface to receive writing. 

In regards to claim 28, Carlson also discloses a releasable sheet ( 18 ) disposed on the 
adhesive backing. 

Carlson does not discloses the substantially transparent portion as stated in claims 1 . 
Carlson does not disclose the particular diameter for the target circle as stated in claims 8-10. 
Carlson does not disclose the square as stated in claim 12 and the line segments disposed on one 
or more lines bisecting the circle as stated in claim 14. Carlson does not discloses the specific 
indicia as stated in claims 22 - 26. 
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In regards to claim 1 : Carlson discloses a marker made of incise material, but does not 
specifies transparency characteristics. The particular type of material used to make the marker, 
absent any criticality, is only considered to be the use of a " preferred " or " optimum " material 
out of a plurality of well known materials that a person having ordinary skill in the art at the time 
the invention was made would have find obvious to provide using routine experimentation based, 
among other things, on the intended use of Applicant's apparatus, i.e., suitability for the intended 
use of Applicant's apparatus. See In re Leshin , 125 USPQ 416 (CCPA 1960 ) where the court 
stated that a selection of a material on the basis of suitability for intended use of an apparatus 
would be entirely obvious. Therefore, it would have been obvious to a person having ordinary 
skill in the art at the time the invention was made to provide a transparent portion on said marker 
in order to increase the accuracy of the marking by increasing the contrast between the indicia 
and the surface to be marked. 

With respect to claims 8 - 10 : Carlson discloses a marker having a target comprising at 
least one circle but fails to disclose the particular diameter. To make a circle having a diameter of 
1, 2, and/or 4 inches, is only considered to be the " optimum " value of the diameter for the 
circle, as stated above, that a person having ordinary skill in the art at the time the invention was 
made would have been able to determine using routine experimentation based, among other 
things, on the desired accuracy and since it has been held that discovering an optimum value of a 
result effective variable involves only routine skill in the art. See In re Boesch ^ 205 USPQ 215 
(CCPA 1980). Therefore, it would have been obvious to a person having ordinary skill in the art 
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at the time the invention was made to provide a circle having a 1 inch, 2 inches or 4 inches 
diameter in order to provide a visible target that's easy to read and localize on different color 
surfaces or different light intensity. 

In regards to claims 12 and 14 : Carlson discloses a marker having a target defining a 
circle. The use of a square on the target, absent any criticality, is only considered to be obvious 
modifications of the shape or configuration of the target shape disclosed by Carlson as the courts 
have held that a change in shape or configuration, without any criticality, is within the level of 
skill in the art as the particular shape claimed by Applicant is nothing more than one of 
numerous shapes that a person having ordinary skill in the art will find obvious to provide using 
routine experimentation based on its suitability for the intended use of the invention. See In re 
Dailev. 149 USPQ 47 ( CCPA 1976 ). 

Regarding claims 22 - 26 : Carlson discloses a marker having indicia inscribed on said 
marker. However, the claims neither define new features of structure nor new relations of printed 
matter to structure. The printed matter defined does not distinguish over the cited art, i.e., 
Carlson, in terms of patentability. In the present case, with respect to the reference markings 
comprising inscribed dimensions or graduations, the only functional relationship between the 
printed matter and the apparatus is that the reference markings are provided on at least a first side 
and a second side of the apparatus. However, there is nothing new and unobvious in the type of 
reference markings as demonstrated by Carlson. Mere claim of the type of reference markings 
provided on the apparatus are not the kind of "new and unobvious functional relationship " 
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necessary for giving the printed matter patentable weight. See In re Gulack, supra, and In re 
Miller, 164 USPQ 46 ( CCPA 1969 ). 

Response to Arguments 

10. Applicant's arguments with respect to claims 1 - 42 have been considered but are moot in 
view of the new ground(s) of rejection. 

In response to applicant's argument that Michelson does not discloses a marker for 
identifying or measuring details of an image as stated in claim 1 , a recitation of the intended use 
of the claimed invention must result in a structural difference between the claimed invention and 
the prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. In this case, 
the marker by Michelson is clearly intended to serve as a marker for identifying and measuring 
the proper location and orientation of a needle to be used on a patient meeting the structural 
requirements of the claimed language and capable of being used to identify and measure details 
of an image or patients skin to which is applied. Furthermore, the term "comprising" is an open 
ended term that does not exclude the presence of additional elements, i.e., hole to guide a needle. 
Therefore, the fact that Fincher discloses additional structures not claimed is not persuasive. 
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It should be emphasized that "apparatus claims must be structurally distinguishable from 
the prior art." MPEP 2114. In In re Danly, 263 F. 2d 844, 847, 120 USPQ 528, 531 (CCPA 
1959) it was held that apparatus claims must be distinguished from prior art in terms of structure 
rather than function. In Hewlett-Packard Co v Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 
USPQ2d 1525, 1528 (Fed. Cir. 1990), the court held that: "Apparatus claims cover what a device 
is, not what it does." (emphases in original). To emphasize the point further, the court added: 
"An invention need not operate differently than the prior art to be patentable, but need only be 
different" (emphases in original). That is, in an apparatus claim, if a prior art structure discloses 
all of the structural elements in the claim, as well as their relative juxtaposition, then it reads on 
the claim, regardless of whether or not the function for which the prior art structure was intended 
is the same as that of the claimed invention. 

In regards to claims 34 and 41 - 42, applicant contends that the Bedford Jr. reference fails 
to teach a first portion including a paper surface for receiving writing. This argument is not 
persuasive because, as well understood by the examiner, any piece of material is capable of 
receiving writing indicia when a marking implements is used on its surface, if so desired by the 
user. 

With respect to the Riordan reference as applied to claims 1 and 40, applicant contends 
that Riordan fails to disclose indicia for identifying or measuring details of an image. This 
argument is not persuasive because the marker shown by Riordan is clearly used to identify 
details (i.e., content ) of an image (i.e., document # 42 as shown in Figure 5 ). Furthermore, a 
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recitation of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. In this case, the marker by Riordan clearly serves as a marker for 
identifying and measuring details of an image/document, therefore meeting the structural 
requirements of the claimed language. 



Conclusion 



1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yaritza Guadalupe McCall whose telephone number is (571)272 
-2244. The examiner can normally be reached on 8:00 AM - 5:30 PM. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diego F.F. Gutierrez can be reached on (571) 272-2245. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



YGM 

November 14, 2005 




r aritza Guadalupe-McCall 
Patent Examiner 
Art Unit 2859 



